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DETAILED ACTION 

1 . Claims 1-40 have been examined. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-20 rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Based on Supreme Court precedent a method 
claim must (1) be tied to a particular machine or apparatus (see at least Diamond v. 
Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787- 
88 (1876)) or (2) transform underlying subject matter (such as an article or materials) to 
a different state or thing (see at least Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). A 
method claim that fails to meet one of the above requirements is not in compliance with 
the statutory requirements of 35 U.S.C. 101 for patent eligible subject matter. To 
correct this issue, the independent claim could be amended such that at least one 
significant feature (not just data gathering or outputting) of the body of the claims 
actively uses a technological apparatus (computer, server, processor, etc). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

2. Claims 1-8, 16-28, 31-37, 40 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Cowden (2003/0098882). 

Claim 1,21,31: Cowden discloses a method of managing a display of an unsolicited 
instant advertisement, comprising: 

detecting an attempt to display the unsolicited instant advertisement in a primary browser 
window; and 

relocating the unsolicited instant advertisement to an alternate location that is not part of 
the primary browser window, without deleting the unsolicited instant advertisement ([81]; 
Figures 7, 8). 

Claims 2, 22, 32: Cowden discloses the method of claim 1, wherein the altemate location 
comprises a secondary browser window ([81, 1 1]). 

Claims 3, 23, 33: Cowden discloses the method of claim 1, wherein the altemate location 
comprises a container ([81]). 

Claims 4, 24, 34: Cowden discloses the method of claim 1, wherein the altemate location 
comprises any one of a file or a database ([81]). 

Claims 5, 25, 35: Cowden discloses the method of claim 1, further comprising 
automatically displaying the unsolicited instant advertisement in the primary browser window if 
the unsolicited instant advertisement meets a user-defined authorization criterion (Figure 7). 

Claims 6, 26: Cowden discloses the method of claim 1, fiirther comprising filtering the 
unsolicited instant advertisement by a user-defined filtering criterion (Figure 7). 
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Claims 7, 27, 36: Cowden discloses the method of claim 6, fiirther comprising filtering 
the unsolicited instant advertisement by a plurality of user-defined filtering criteria; and fiirther 
automatically displaying the unsolicited instant advertisement in the primary browser window if 
the unsolicited instant advertisement meets at least some of the plurality of user-defined 
filtering criteria (Figure 7). 

Claims 8, 28, 37: Cowden discloses the method of claim 6, fiirther comprising deleting 
the unsolicited instant advertisement that fails the filtering criterion (Figure 7; [81]). 

Claims 16: Cowden discloses the method of claim 1, fiirther comprising recording an 
attempt to display an unsolicited instant advertisement is recorded in a log (Cowden, [63]; also, 
[8] in the Applicant's Specification as to "Background of the Invention"). 

Claim 17: Cowden discloses the method of claim 16, fiirther comprising transmitting the 
log to the user ([112]). 

Claim 18: Cowden discloses the method of claim 1, further comprising saving the 
unsolicited instant advertisement in an original form with corresponding text, graphics, and 
hypertext links ([81]). 

Claims 19: Cowden discloses the method of claim 1, fiirther comprising saving the 
unsolicited instant advertisement in a digest form without graphics ([81]). 

Claims 20, 40: Cowden discloses the method of claim 1, wherein the unsolicited instant 
advertisement comprises any of a pop-up advertisement or a pop-under advertisement ([6]). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claim 9-15, 29, 30, 38, and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cowden (2003/0098882) in view of Loughmiller (2005/0076084). 

Claims 9, 29, 38: Cowden discloses the above. Cowden discloses a filtering 
criterion (Figure 7) and saving bad pop-ups for later viewing ([81] and rejection above). 
Cowden further discloses presenting ads of interest to the user (Figure 7; [10, 11]). 
Cowden does not explicitly disclose saving the unsolicited advertisement that meets the 
filtering criterion. However, Lougmiller discloses filtering, classifying, organizing, and 
storing both good and bad messages/pop-ups (Abstract, Figure 5) and that 
Loughmiller's system can work with a variety of content/messages including pop-ups 
([14, 126, 129]). Therefore, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made that Lougmiller's filtering content and storing 
both good and bad content can be added to Cowden's filtering content and storing bad 
content. One would have been motivated to do this in order to allow Cowden's users to 
view ads of interest at their discretion. 
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Claims 10, 30, 39: The prior art discloses the method of claim 9, Cowden further 
discloses notifying a user that the unsolicited instant advertisement has been saved (Figure 8; 
[81]). 

Claims 1 1 : The prior art discloses the method of claim 10, Cowden further discloses 
notifying the user comprises presenting a visual indicator in the primary web browser (Figure 
8). 

Claim 12: The prior art discloses the above. Cowden does not exphcitly disclose 
notifying the user comprises presenting an audible indicator. However, Cowden discloses 
notifying the user via an alert (Figure 8) and Cowden discloses that the computer has audio 
capabilities ([36]). Therefore, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made that Cowden can alert the user with audible sounds. One 
would have been motivated to do this in order to alert the user in a commonly known way of 
alerting users that is a desirable form for alerting to many users. 

Claim 13: The prior art discloses the above. And, Cowden further discloses categorizing 
windows ([10]) and Loughmiller discloses prioritizing and categorizing windows that have been 
saved (citations above). Also, please see the rejection of claim 9 above. 

Claims 14: The prior art discloses the method of claim 13, Cowden further discloses 
aggregating unsolicited instant advertisements in the alternate location ([81]). 

Claim 15 : The prior art discloses the method of claim 14, Cowden further discloses that 
the unsolicited instant advertisements are stored with corresponding descriptions ([107, 108]). 
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Conclusion 

The following prior art made of record and not relied upon is considered pertinent 
to applicant's disclosure: 

a) Lapidous and Pennell disclose relevant features. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Arthur Duran whose telephone number Is (571 ) 272- 
6718. The examiner can normally be reached on Mon- Fri, 8:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Arthur Duran 
Primary Examiner 
Art Unit 3622 

/Arthur Duran/ 
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